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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 
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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on July 7, 
2009 has been entered. Claim(s) 26, 27, 33-37, and 39-48 are pending and under 
examination. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 26, 27, 33-37, and 39-48 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Rogers et al. ("Bacterial typing: storing and processing of 
stabilized reference bacteria for polymerase chain reaction without preparing 
DNA--an example of an automatable procedure" Anal Biochem. 1997 May 
1;247(2):223-7) in view of Burgoyne (U.S. 5,496,562), and in view of Kahn et al. 
(Plasmid cloning vehicles derived from plasmids ColE1, F, R6K, and RK2" 
Methods Enzymol. 1979;68:268-80). 

The claims are drawn to a method of isolation of vectors from host cells by 
contacting the host cells with a solid medium. In some embodiments the solid medium 
protects the vector from degradation, is made of cellulose or a micromesh plastic, the 
host cells are in solution, and the solid medium comprises urate salt, a chelating agent, 
and an anionic detergent. 

Rogers et al. shows in the abstract and throughout recovery of DNA from 
bacterial liquid cultures by application of the bacterial culture to FTA® blood storage 
medium. Figures 1 and 2 show positive results of PCR assay of bacterial DNA from 
FTA® media to which bacterial cultures were applied. Rogers et al. shows that the DNA 
is stable for at least 1 .6 years after application to the FTA® media on page 226. Rogers 
et al. does not show use of bacteria comprising vectors, media comprising micromesh 
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plastic, and Rogers et al. does not detail the composition of the chemicals in the FTA 
media. Rogers et al. states on page 223 that FTA® medium is described in Burgoyne 
(U.S. Patent No. 5,496,562). 

Burgoyne shows the components of a solid medium for preserving DNA from 
blood cells in columns 2-4, including use of a solid support such as cellulose or a 
micromesh of a synthetic plastic (column 2, lines 21-23), urate, an anionic detergent, 
and a chelating agent (column 2, lines 54-64 and column 3, lines 18-26). Burgoyne 
shows the application and storage of isolated plasmids on the solid medium in Example 
2, columns 4-6. Burgoyne discloses application of plasmid pUC19 and recovery of 
approximately 100% of the applied plasmid from the solid matrix in column 6. Burgoyne 
claims a method of application of generic DNA and recovery of the applied DNA from a 
solid matrix in at least claim 6. 

Kahn et al. reviews plasmid cloning vectors, and shows that such vectors are 
replicated in bacteria in the abstract and throughout. Kahn et al. shows on page 268 
that plasmid vectors are useful for cloning and maintenance of foreign DNA. 

It would have been prima facie obvious to a person of ordinary skill in the art at 
the time the invention was made to modify the method of Rogers et al. by use of 
bacteria comprising vectors because Burgoyne shows that the solid media used by 
Rogers et al. can be used for long term storage and recovery of plasmids, and Kahn et 
al. shows that bacterial plasmid vectors are useful for cloning and maintenance of 
foreign DNA. 
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Response to Arguments 

Applicant's arguments have been fully considered but they are not persuasive. 

As understood by the examiner, Applicant is asserting that it would have been 
unexpected to one of ordinary skill in the art at the time of invention to find that the 
recovery plasmid DNA from the claimed solid phase was possible in the presence of 
genomic DNA, particularly given the amount low copy number of some plasmids. First it 
is noted that the claim does not require a particular plasmid copy number. Although the 
claims are interpreted in light of the specification, limitations from the specification are 
not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 (Fed. 
Cir. 1993). 

Furthermore, Applicant provides no objective evidence of probative value in 
support of the "unexpected" results. While the examiner must consider all rebuttal 
arguments and evidence presented by Applicant including "secondary considerations" 
such as unexpected results, such a showing of unexpected results must be based on 
evidence, not argument or speculation. In re Mayne, 104 F.3d 1339, 1343-44, 
41 USPQ2d 1451, 1455-56 (Fed. Cir. 1997) (see MPEP 2145). The arguments of 
counsel cannot take the place of evidence in the record. In re Schulze, 346 F.2d 600, 
602, 145 USPQ 716, 718 (CCPA 1965); In re Geisler, 116 F.3d 1465, 43 USPQ2d 1362 
(Fed. Cir. 1997) (see MPEP 2145). Objective evidence which must be factually 
supported by an appropriate affidavit or declaration to be of probative value includes 
evidence of unexpected results, commercial success, solution of a long-felt need, 
inoperability of the prior art, invention before the date of the reference, and allegations 
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that the author(s) of the prior art derived the disclosed subject matter from the applicant. 
See, for example, In re De Blauwe, 736 F.2d 699, 705, 222 USPQ 191 , 196 (Fed. Cir. 
1984) (seeMPEP 716.01(c)). 

Thus, the rejection is maintained. 

Conclusion 

No claims are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher M. Babic whose telephone number is 814- 
880-9945. The examiner can normally be reached on Monday-Friday 10:00AM to 
6:00PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Christopher M. Babic/ 
Primary Examiner 
Art Unit 1637 
Technology Center 1600 



